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a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
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Art Unit: 3672 

DETAILED ACTION 
Election/Restrictions 
DETAILED ACTION 



Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-56, drawn to a downhole tool dissolvable by a chemical solution, 
classified in class 166, subclass 377. 

II. Claims 57-61 and 67-73, drawn to a downhole tool dissolvable by use of 
ultraviolet, classified in class 166, subclass 377. 

III. Claims 62-66 and 74-80, drawn to a downhole tool dissolvable by use of a 
nuclear source, classified in class 166, subclass 377. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions of Groups I, II and III are related as subcombinations disclosed as 
usable together in a single combination. The subcombinations are distinct if they do not 
overlap in scope and are not obvious variants, and if it is shown that at least one 
subcombination is separately usable. In the instant case, subcombinations II and III 
have separate utility such as they can be used to destroy parts not located in a well. 
See MPEP § 806.05(d). 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art because of their recognized 
divergent subject matter, restriction for examination purposes as indicated is proper. 
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During a telephone conversation with Mr. Wustenberg on 4/12/06 a provisional 
election was made with out traverse to prosecute the invention of Group I, claims 1-56. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 57-80 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,5,6-16,20-31,39-50 and 53 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Owens et al 5607017. 

Owens discloses a downhole tool 16 that is dissolvable when contacted with the 
well fluid. The well fluid being a chemical solution. As to claims 5 and 20, sheath 26 
can be chosen to dissolve over a function of time. As to claims 6 and 41 , the chemical 
solution can be stored in an enclosure 46 (figure 5). As to claim 7, a control mechanism 
28 releases the chemical solution from the enclosure. As to claim 8, the enclosure is 
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frangible. As to claims 9 and 28, the control mechanism can be timer controlled. As to 
claims 10-12,25-27 and 29 the control mechanism 28 can be hydraulically, mechanically 
or electrically operated. Means 28 can also be operated by a communication means. 
(See col. 3, 26-57). As to claims 13-15 and 39, plug 16 is considered a bridge plug, frac 
plug or packer. As to claim 16, the method involves dissolving plug 16 by a chemical 
solution. As to claim 21 , the chemical solution may be customized to achieve a desired 
dissolution rate. As to claims 22-24, the chemical solution can be applied to the tool 
before during or after downhole operation. As to claims 30 and 31 , the chemical 
solution can be injected into the wellbore above the set plug. As to claim 42, the 
enclosure is in the tool. As to claims 43-48, control mechanism 28 can be hydraulically, 
mechanically or electrically operated and comprises a frangible enclosure body. The 
control mechanism can also be actuated by a line extending from the surface. As to 
claim 49, the activation means can be timer controlled. As to claim 50, the enclosure is 
broken to release the chemical. As to claim 43, casing 22 is a conduit for delivering the 
well fluid. 

Claims 1-3,16-18,40 and 53-55 are rejected under 35 U.S.C. 102(b) as being 
anticipated by EP 0681087 (GANO). 

Gano discloses a downhole plug 70 that is removable by application of well fluid. 
The well fluid being the chemical solution. As to claims 2,3,17,18,54 and 55, the plug is 
formed from fiberglass and a binding agent, (col. 3, lines 44-56). As to claim 53, the 
casing forms a conduit for supplying the well fluid. 
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Claims 1,4,16,19,40 and 56 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Grimmer 321 1232. 

Grimmer discloses a dissolvable sleeve 70 that dissolves when contacted with a 
chemical solution. As to claims 4,56 and 19, the chemical solution is an acidic fluid. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or(g) 
prior art under 35 U.S.C. 103(a). 

Claims 4,19 and 56 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Owens et al (described above) in view of Grimmer (described above). 

It would. have been considered obvious to use an acidic solution to dissolve the 
plug of Owens as taught by grimmer in view of Grimmer's teaching that well tools can 
be dissolved by acidic solutions. 

Allowable Subject Matter 

Claims 32-38,51 and 52 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William P. Neuder whose telephone number is 571-272- 
7032. The examiner can normally be reached on Tuesday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on 571-272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

William P Neuder 
Primary Examiner 
Art Unit 3672 

W.P.N. 



